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Status of Claims 

1 . Claims 1 -25 have been examined. 

Examiner's Comment 

2. The following assertion of facts have gone unchallenged and are therefore 
considered admitted prior art: 

• device for affecting cryptographic communications is a box (e.g. 
encryption/decryption box, chip) 

Claim Rejections - 35 USC §112 

3. The following Is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1 -25 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

a) Claims 1 and 9 are directed to an apparatus. However, each of the 
claims are described using method steps (e.g. terminal makes a determination, 
the terminal requests, accessing a portable data carrier, the terminal performs- 
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claim 1 , the processor unit co-operates with the portable data carrier- claim 9). It 
has been held that a claim that recites both an apparatus and a method for using 
said apparatus is indefinite under section 112, paragraph 2, as such a claim does 
not sufficiently precise to provide competitors with an accurate determination of 
the 'metes and bounds' of protection involved {IPXL Holdings LLC v. 
Amazon.com Inc.. 77 USPQ2d 1 140 (CA FC 2005); Ex parte Lyell, 17 USPQ2d 
1548). 

Claims 2-8, 10-13, 15-18, 22 and 23 are also rejected as each depends 
from claim 1 or 9. 

b) Claims 1 and 9 are directed to stmcture but recite limitations in terms of 
possibility. For example, claim 1 recites "functionality data for providing" and 
"when accessed" and claim 9 recites "when the terminal is accessed", "a 
transaction to be performed". In addition, claim 3 recites "arranged to cause a 
transfer", claim 4 recites "arranged to cause transmission", claim 5 recites 
"following the triggering of a certain transaction", claim 6 recites "includable", and 
claim 7 recites "can call data". It has been held that actions that may or may not 
be done is indefinite and does not distinguish the claim from the prior art {In re 
Collier, 158 USPQ 266 (CCPA 1968); MPEP 2100-8, first column) therefore 
claims 1, 3-7 and 9 are rejected under 1 12 second paragraph. 

Claims 2-8, 10-13, 15-18, 22 and 23 are also rejected as each depends 
from claim 1 , 3-7 or 9. 
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c) Claims 4 and 10 recite cause transmission of functionality data based 
on the occurrence of a predetermined event. However, in each instance 
transmission is triggered by a determination that a terminal is not suitable to 
perform a transaction, hence transmission cannot be based on a predetennined 
event unless the terminal's lack of suitability was predetermined. 

d) Claim 6 recites "at least one central processing unit and the latter is 
includable in a transaction" (wherein "latter" is interpreted as the central 
processing unit). However, to one of ordinary skill a transaction comprises data 
such as price, item to be purchased, credit card number, buyer ID and seller ID, 
therefore it Is not dear to one of ordinary skill how a central processing unit 
would comprise data in a transaction {In re Zletz, 13 USPQ2d 1320 (Fed. Cir. 
1989)). 

e) Claim 21 is directed a tenninal suitable for performing a transaction. 
However, the claim also recites transmitting a start sequence designating at least 
one transaction the terminal Is not suitable for performing". Therefore, Applicant's 
the properties of the claimed terminal is unclear to one of ordinary skill {In re 
Zletz, 13 USPQ2d 1320 (Fed. Cir. 1989)). 

Claim 25 is also rejected as it depends from claim 21 . 

f) The claims [1-21] are generally narrative and Indefinite, falling to 
conform with current U.S. practice. They appear to be a literal translation into 
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English from a foreign document and are replete with grammatical and idiomatic 
errors. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior ait are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. ClaiPfis 1-25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Daly et a!., U.S. Patent No. 5.878,141 in view of Southgate, U.S. Patent No. 
6.205,579. 

As per claims 1-7. 9-11.13 and 15-25. Daly et al. teach: 

• a node computer is connected with a plurality of terminals (figure 
1 ) wherein the computer stores data and can call data from a 
central processing unit 

• terminals for accessing a portable data carrier to complete a 
transaction (i.e. elements of the terminal's processor unit are 
formed partly on the portable data earner) (column/line 8/62-9/8) 

• completing a transaction between the terminal and the node 
computer (figure 1 ; column 6, lines 37-67) 
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• a transaction is performed with the node and the terminal each 
performing partial steps of the transaction (abstract; figures 2 and 
5-7) 

• a terminal comprising a processor, storage, network interface with 
node computer, means for triggering a transaction (e.g. keyboard 
and display) and apparatus for reading a portable data carrier 
(figures 1 and 6; column 6, lines 37-67; column 7, lines 33-40) 

Daly et al. do not specifically recite a terminal making a determination whether it 
is capable to perform a transaction and if not retrieving from a host computer 
data for enabling the performance of said transaction. Southgate discloses a 
software update system wherein a terminal makes a detemriination that the 
terminal is not suitable to perform a request and as a result contacts a node 
computer in order to obtain data (i.e. cause transfer or transmission of data 
following the occurrence of a condition) to enable the terminal to fulfill the request 
wherein the terminal stores the data for future use (abstract; column 3, lines 29- 
44; column 4, lines 28-47 and 60-67; column 6, lines 27-67; column 7, lines 1-8 
and 22-35; column/line 8/32-9/15). Southgate also teaches a terminal 
transmitting a start sequence to the node computer that comprises the type of 
terminal and the type of error (e.g. temporary results or necessary files for 
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troubleshooting the en-or) for requesting data that enables the terminal to fulfill 
the request (column/line 5/60-6/13; column 9, lines 19-39) Therefore, it would 
have been obvious to one of ordinary skill to combine the teachings of Daly et al. 
and Southgate in order to conrect errors ('579, column/line 8/32-9/15) in the client 
system ('141 , figure 1 ; column 7, lines 25-40) that prevent a user from completing 
a transaction ('141, column 7, lines 25-40; column/line 8/62-9/8). 

As per claims 8 and 12, Daly et al. teach securing terminal and node 
communications using public key cryptography with key exchange (column/line 
14/10-16/33). A well-known device for affecting cryptographic communications is 
a box (e.g. encryption/decryption box, chip). 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from 

the Examiner should be directed to Calvin Loyd Hewitt II whose telephone 
number is (571 ) 272-6709. The Examiner can normally be reached on Monday- 
Friday from 8:30 AM-5:00 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner's supervisor, Andrew Fischer, can be reached at (571 ) 272-6779. 
Any response to this action should be nnailed to: 
Commissioner of Patents and Tradennarks 
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c/o Technology Center 3600 
Washington, D.C. 20231 

or faxed to: 

(571 ) 273-8300 (for formal communications intended for entry and 
after-final communications), 

or: 

(571 ) 273-6709 (for informal or draft communications, please label 

"PROPOSED" or "DRAFT) 
Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status Information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair 
direct.uspto.aov . Should you have questions on access to the Private PAIR 
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